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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Ying Maet al. 

Application No.: 10/079443 

Filed: February 19, 2002 



Confirmation No.: 9165 
Art Unit: 1617 



For: MESOPOROUS COMPOSITIONS FOR USE IN Examiner: Edward J. Webman 
DRUG DELIVERY 



RESPONSE TO RESTRICTION REQUIREMENT 

MS Amendment 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
Dear Sir: 

In response to the restriction requirement set forth in the Office Action mailed 
July 16, 2004, Applicants hereby provisionally elect claims 1-15 for continued examination, 
with traverse. 

The Examiner has required restriction between claims 1-15 in Group I, drawn to a 
method of making, classified in class 264, subclass 41, and claims 16-38 in Group II, drawn to a 
composition, classified in class 424, subclass 484. 

The Commissioner may require restriction if two or more independent and distinct 
inventions are claimed in a single application (37 CFR 1.142(a)). In the present case, although 
the claimed subject matter may be classified in different classes, the inventions are not 
independent. The claims in Group I /.e., claims 1-15 are directed to a process of preparing a 
mesoporous composition. The claims in Group II i.e., claims 16-38 are directed to a mesoporous 
composition. The scope of the method claims in Group I is equivalent to the scope of the 
composition claims in Group II. As such, there is no additional burden on the part of the Patent 
Office to keep the claims of Group I together with the claims of Group II. 
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According to MPEP § 803, if the search and examination of patent claims can be 
made without serious burden , the examiner must examine it on the merits, even though the 
application includes claims to independent or distinct inventions (emphasis added). For this 
reason, Applicants respectfully request the withdrawal of the restriction requirement between 
Groups I and II, as there is no additional burden to search and examine the two groups of claims. 



using a process which is materially different from that set forth in the restricted claims, 
Applicant respectfully requests the Examiner to substantiate his position in greater detail. 
Otherwise, it is respectfully requested that the restriction requirement be withdrawn, and that 
each of claims 1-38 presently pending in this application be examined. 



elect a single disclosed species for the purposes of prosecution. Applicants elect "water" as a 
first solvent for prosecution of generic claim 4 on the merits and "water" as a second solvent for 
prosecution of generic claim 12 on the merits. This election is being made only in the event that 
such generic claims are eventually held to be non-allowable. 



timely filed. However, if any fees are due in connection with this filing, the Commissioner is 
authorized to charge Deposit Account No. 10-0447 (Ref. No. 46847-00007USPT) for the 
required amount 



If the Examiner is aware of another method to make the composition as claimed, 



Examiner has held claims 7 and 12 to be generic and has requested Applicants to 



No fees are believed to be due in connection with this paper as this response is being 
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, 2004 
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